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THI'S OPI NI ON WAS NOT WRI TTEN FOR PUBLI CATI ON
The opinion in support of the decision being entered today

(1) was not witten for publication in a |law journal and
(2) is not binding precedent of the Board.

UNI TED STATES PATENT AND TRADEMARK OFFI CE

BEFORE THE BOARD OF PATENT APPEALS
AND | NTERFERENCES

Ex parte VANCE M KRAMER, JR

Appeal No. 97-2966
Appl i cation 08/ 393, 858!

ON BRI EF

Bef ore MCCANDLI SH, Senior Adm nistrative Patent Judge, and
MElI STER and MCQUADE, Admi nistrative Patent Judges.

MElI STER, Adm ni strative Patent Judge.

DECI SI ON ON APPEAL

Vance M Kramer, Jr. (the appellant) appeals fromthe

final rejection of clains 7-9, the only clainms remaining in

! Application for patent filed February 24, 1995.
According to appellant, this application is a division of
Application 08/248,097, filed May 24, 1994.

1



Appeal No. 97-2966
Appl i cation 08/ 393, 858

t he application.

We REVERSE and, pursuant to our authority under the
provisions of 37 CFR § 1.196(b), enter a new rejection of the
appeal ed cl ains under 35 U.S.C. § 103.

The appellant’s invention pertains to a | ength of rubber
tubing wwth axially spaced circunferentially corrugated
segnents whi ch has been nmade by a particul ar process.
| ndependent claim7 is further illustrative of the appeal ed
subject matter and reads as follows:?

7. A length of rubber tubing of uniformwall thickness
t hroughout its length and with axially spaced
circunferentially corrugated segnents, made by the process

conprising the steps of:

a) positioning an end |l ength of a sleeve of uncured
rubber over an end portion of a form ng nmandrel;

b) positioning about said end I ength, an axially
extensible, resilient form ng nenber with sl eeve-engagi ng
convolutions so that there is space between the convol utions;

c) expanding said end |l ength of said sleeve radially into
engagenent with said convol utions;

2 Contrary to the exam ner’s statenment on page 3 of the
answer that the copy of the appealed clains in the appendix to
the brief is correct, we note that in subparagraph h) of claim
7 (as reproduced in the appendix to the brief) “steps 3
t hrough g” should read -- steps ¢ through g --.
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d) axially foreshortening said form ng nenber and said
radi ally expanded end | ength of said sleeve, concertina
fashion to cause circunferential portions of said sleeve to be
pressed between convol utions of said form ng nenber, to form
at | east rudinmentary corrugations in said end |ength;

e) axially extending said form ng nenber and said end
| ength of said sleeve while radially coll apsing said end
| engt h;

f) moving said sleeve axially along said nandrel to a new
axi al location;

g) noving said formng nenber axially relative to said
sleeve to a new length portion of said sleeve axially spaced
fromsaid end I ength

h) repeating steps ¢ through g until a desired nunber of
| ength portions with rudi nentary corrugations are forned;

i) renoving said form ng nenber fromsaid sleeve; and

j) curing said sleeve to provide a length of tubing with
a plurality of axially spaced corrugated segnents and with a
uni formwal | thickness.

No prior art has been relied on by the exam ner.

Prior art relied on by this nmerits panel of the Board is:

Kramer et al. (Kraner) 3,304, 581 Feb. 21
1967

The prior art set forth by the appellant in lines 23-31
of page 2 of the specification (the admtted prior art).

Clains 7-9 stands rejected under 35 U . S.C. § 112, first

par agr aph, as bei ng based upon an original disclosure which



Appeal No. 97-2966
Appl i cation 08/ 393, 858

fails to provide descriptive support for the subject matter
now being clained. According to the exam ner, there is no
support in the original disclosure for the recitations set
forth in independent claim?7 of the tubing being “of uniform
wal | thickness throughout its Iength” and that the sleeve is
cured “with a uniformthickness.”

W wi Il not support the examner’s position. As the
appel I ant has argued:

The present application when filed, incorporated
by reference several U S. patents [see
speci fication, page 1] that provide support for the
cl ai mred feature whereby the tubing produced by the
recited process, has a uniformwall thickness. The
patents referred to are Nos. 3,168, 604; 3, 304, 581;
3,669, 586; 3,705, 780; 3,975,129; 4,053, 275; and
4,113,828. Al of these U S. patents issued prior
to the effective filing date (May 24, 1994) of the
present application. The present application
recites that the invention relates to an uni que
variation of the nethod and apparatus for the
manuf acture of tubing in accordance with those
patents. [Brief, page 6.]

The exam ner recogni zes this but, neverthel ess, takes the
position that there is no specific indication that the

“uni formwal | thickness” disclosed by these references?® is

3 See colum 1, line 15, and colum 3, line 12, of Patent
No. 3,168,604; colum 1, lines 18 and 19, and colum 2, |ine
(continued...)
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intended for use in the clained |l ength of rubber tubing. W
do not agree. Page 1 of the specification expressly states
that the invention relates to the manufacture of “such tubing
in accordance with” the above-noted patents. In our view,
this statenent provides a specific indication that the tubing
of the instant invention has the sane features (including a
uni formwal | thickness) as those disclosed by the patents
whi ch are incorporated by reference. This being the case, we
share the appellant’s view that there is adequate descriptive
support for the limtation of a “uniformwall thickness” as
cl ai med.

In view of the foregoing, we will not sustain the
rejection of clainms 7-9 under 35 U . S.C. 8§ 112, first
par agr aph.

Under the provisions of 37 CFR 8 1.196(b) we make the
foll owi ng new rejection.

Clainms 7-9 are rejected under 35 U.S.C. 8 103 as being

3(...continued)
70, of Patent No. 3,304,581; colum 1, lines 13, 33 and 34, of
Patent No. 3,699,586; colum 1, lines 13 and 14, of Patent No.
3,705,780; colum 5, line 5, of Patent No. 4,053, 275; and
colum 5, line 8, of Patent No. 4,113, 828.
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unpat ent abl e over the admtted prior art in view of Kraner.
The admtted prior art states that “[i]n the past” tubing
having axially spaced corrugated | ength portions has been nmade
by using plural form ng devices at axially spaced |ength
portions of the uncured rubber sleeve. Thus, according to the
admtted prior art, a length of rubber tubing with axially
spaced circunferentially corrugated segnents is known in the
art (albeit formed by a different process). To the extent
that the tubing of the admtted prior art m ght not have a

“uniformwal |l thickness,” Kramer’s teaching of a “uniformty
in a wall thickness” (colum 1, lines 18 and 19) woul d have
fairly suggested such an arrangenent, particularly where
econom cal manufacture is of concern (see colum 1, line 17).
Al t hough the tubing of the admitted prior art is fornmed by a
different process, we nust point out that the determ nation of
patentability in a product-by-process claimis based on the
product itself, even though the claimmy be limted and
defined by the process. That is, the product in such a claim
is unpatentable if it is the sane as or obvious fromthe
product of the prior art, even if the prior product was made

by a different process. 1In re Thorpe, 777 F.2d 695, 697, 227
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USPQ 964, 966 (Fed. Cir. 1985).

I n summary:

The rejection of clains 7-9 under 35 U. S.C. 8§ 112, first
par agr aph, is reversed.

A new rejection of clainms 7-9 has been nmade under 35
UsS C § 103.

Thi s deci sion contains a new ground of rejection pursuant
to 37 CFR 8§ 1.196(b) (anended effective Dec. 1, 1997, by final
rule notice, 62 Fed. Reg. 53,131, 53,197 (Cct. 10, 1997), 1203
Of. Gaz. Pat. & Trademark O fice 63, 122 (Cct. 21, 1997)).

37 CFR
§ 1.196(b) provides that, “A new ground of rejection shall not
be considered final for purposes of judicial review”

37 CFR 8 1.196(b) also provides that the appellant,

W TH N TWDO MONTHS FROM THE DATE OF THE DECI SI ON, nust exerci se

one of

the following two options with respect to the new ground of
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rejection to avoid term nation of proceedings (8 1.197(c)) as
to the rejected clains:

(1) Submt an appropriate anendnent of the
claims so rejected or a showing of facts relating to
the clains so rejected, or both, and have the matter
reconsi dered by the exam ner, in which event the
application will be remanded to the exam ner.

(2) Request that the application be reheard
under 8 1.197(b) by the Board of Patent Appeals and
I nterferences upon the same record.

No tinme period for taking any subsequent action in
connection with this appeal nmay be extended under 37 CFR

§ 1.136(a).

REVERSED
37 CFR § 1.196(b)

HARRI SON E. MCCANDLI SH, Senior )

JOHN P. MCQUADE
Adm ni strative Patent Judge

Adm ni strative Patent Judge )
)
|
JAMES M MEI STER ) BOARD OF PATENT
Adm ni strative Patent Judge ) APPEALS AND
) | NTERFERENCES
)
)
)
)
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Ranklin, HIll, Lewis & dark
600 Huntington Buil di ng
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Cl evel and, OH 44115
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